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Three Ways the New USPTO Guidance for
Patent Eligibility Can Benefit Patent Applicants

By Richard LaCava, Paul C. Maier, Alexander H. Spiegler,

and Ayan Afridi

he U.S. Patent and Trademark Office

(USPTO) greeted the new year with a wel-
come gift: “2019 Revised Patent Subject Matter
Eligibility Guidance,” which updates the frame-
work on subject matter eligibility under 35
U.S.C. § 101.

The guidance became effective January 7,
2019 and was open to comments through March
9, 2019, with the goal to “increase clarity and
consistency in how Section 101 is currently
applied” especially for software and business
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method related patent applications.! While the
legal issues surrounding patent eligible subject
matter remain complex, the USPTO’ new guid-
ance offers at least three potential benefits for pat-
ent applicants:

The USPTO Has Clarified What
Constitutes an Abstract Idea

A patent examiner determines a claim is patent
eligible by evaluating whether the claimed subject
matter falls within a statutory category (Step 1), and
satisfies the Alice/ Mayo test for judicial exceptions
(Steps 2A and 2B).> The guidance revises Step 2A into
two prongs.

Under the first prong, the examiner considers
whether a claim is directed to a judicial excep-
tion (e.g., an “abstract idea”). Prior USPTO guid-
ance asked examiners to determine that a claim
was directed to abstract idea by consulting U.S.
Court of Appeals for the Federal Circuit deci-
sions. However, according to the USPTO, “[t]he
growing body of precedent has become increas-
ingly more difficult for examiners to apply in a
predictable matter.”? In response, the new guid-
ance clarifies that an abstract idea falls within one
the following three groups:



*  Mathematical ~ concepts—mathematical relation-
ships, mathematical formulas or equations, math-
ematical calculations;

o Certain methods of organizing human activity—
fundamental economic principles or practices
(including hedging, insurance, mitigating risk); or

o Mental processes—concepts performed in the
human mind (including an observation, evalua-
tion, judgment, opinion).

This framework streamlines the abstract idea
analysis. Indeed, examiners must now identify one
of these specific groups that the claim is directed
to, which in turn enables the applicant to assert
targeted rebuttal. This clarification should increase
predictability as patent applicants can draft claims
with these limited categories in mind. Further,
the selection of a category is not tied to patent
eligibility of the claim as a whole, so examiners
should be able to more easily categorize claim
limitations without fear of generalizing the entire
claim.

The Patent Trial and Appeal Board (PTAB) has
already reversed several examiner rejections when
the purported abstract idea did not fall within
one of the specified categories. For example, in
Appeal No. 2017-002898, the Examiner rejected
claims directed to “a method for collecting usage
information” as being ineligible, despite the claim
including receiving analyzed usage information
and altering computer systems’ operation based on
the analyzed information. The PTAB reversed the
rejection, concluding that collecting usage infor-
mation did not fall into one of the categories of
abstract ideas.*

Patent Applicants Have an
Additional Argument That Claims
Are Patent Eligible

Even when an examiner first concludes that
the claims recite a judicial exception (e.g., abstract
idea) in Step 2A, prong 1, they must now also
“determine whether the recited judicial excep-
tion is integrated into a practical application of
that exception.”” While the meaning of a “practi-
cal application” is not yet clearly defined, this sec-
ond prong of a § 101 analysis affords a new line
of arguments to demonstrate patent eligibility.

To further assist applicants, the USPTO has pro-
vided examples of additional element(s) that
can integrate the exception into a practical
application:

While the meaning of a “practical
application” is not yet clearly defined,
this second prong of a § 101 analysis
affords a new line of arguments to
demonstrate patent eligibility.

(1) Additional elements reflecting an improvement
in computer function, technology or another

field;

(i1) Additional elements using the judicial excep-
tion to effect medical treatment;

(ii1) Additional elements implementing a particular
machine integral to the claims; and

(iv) Additional elements using the judicial excep-
tion meaningfully such that the claim is more
than a drafting effort to monopolize the judicial
exception.

Thus, even when claims are found to recite
a judicial exception, a patent applicant can
show the claim is patent eligible as long as it
recites a practical application of the exception in
Step 2A.

The PTAB has reversed § 101 rejections on
this very basis. For example, in Appeal No. 2018-
004973, Applicant claims were directed to a system
for updating operating modules that controlled the
vehicle by receiving the update from an update
server. The Examiner concluded that updating soft-
ware only included nominal steps of gathering, pro-
cessing and storing data, or it was merely a method
of organizing human activity and thus ineligible.
However, the PTAB reversed, finding that even
it “updating software” was considered an abstract
idea, it was integrated into a practical application
because a vehicle module was being updated.®
While this decision does not specifically elaborate
on what makes updating software a practical appli-
cation, it provides some direction as to how pat-
ent examiners may analyze this aspect of the new
guidance.
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A Showing of a Practical Application
Does Not Require the Applicant
to Demonstrate the Additional
Elements Are Not Well-Understood,
Routine, or Conventional Activity

Importantly, the USPTO’ new guidance
instructs that, when considering whether the
judicial exception is integrated in a practical
application in Step 2A, examiners should not
consider whether the additional claim elements
represent well-understood, routine, conventional
activity.” “Accordingly, in revised Step 2A exam-
iners should ensure that they give weight to all
additional elements, whether or not they are
conventional, when evaluating whether a judi-
cial exception has been integrated into a practical
application.”®

This is significant as prior USPTO guidance
required examiners to consider whether any addi-
tional elements are well-understood, routine, con-
ventional activity immediately after determining
that a claim recited an abstract idea. This pitfall led
to frequent § 101 rejections since examiners were
free to find most additional elements as routine and
conventional without applicants having eftective
arguments to refute such conclusions. However,
under the new guidance, a claim reciting an abstract
idea and additional elements—even if routine
and conventional—can be patent eligible as long
as these additional elements integrate the judicial
exception into a practical application. As a result,
Step 2A of the analysis may be significantly short-
ened and applicants can provide arguments about
integration using the USPTO’ examples instead
of whether the additional elements are routine and
conventional.

Conclusion

The USPTO’ new guidance appears to pro-
vide multiple mechanisms that should assist pat-
ent applicants with § 101 rejections and reduce
the occurrence of such rejections moving forward.
Although the guidance does not have the force of
law, all USPTO personnel are expected to follow
it, and as discussed, the PTAB has already begun
implementing the guidance in appeals decisions.’
As such, applicants should review any current rejec-
tions for compliance with the guidance, and con-
sider filing a supplemental response in cases where

they have recently responded. Applicants (especially
in the computer and software related arts) should
also draft both their applications and claims with
an eye towards the “practical applications” enumer-
ated by the guidance and be sure to describe both
the technical problem in the existing art and the
claimed invention’s solution to such problems as
part of a practical application. While patent appli-
cants can expect further development of the mean-
ing of a “practical application,” at a first glance
the USPTO’ guidance provides a framework that
appears consistent with Commissioner Iancu’s pro-
patent reputation and should provide immediate
support for patent applicants dealing with complex
§ 101 issues.

Applicants should review any current
rejections for compliance with

the guidance, and consider filing a
supplemental response in cases where
they have recently responded.

Notes

1. Guidance at 4.

2. Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 573 U.S. 208,
217-18 (2014) (citing Mayo Collaborative Servs.
v. Prometheus Labs., Inc., 566 U.S. 66 (2012)).

3. Guidance at 9.

4. See Ex Parte Fanaru, No.Appeal 2017-002898,2019 WL
325946, at *5 (PT.A.B. Jan. 17, 2019) (“In light of our
guidance, because collecting usage information is not a
mathematical concept, an identified method of organiz-
ing human activity, or a mental process, we conclude
‘collecting usage information’ it is not an abstract idea.”).

5. Guidance at 13.

6. See Ex Parte Mark Anthony Rockwell, No. Appeal
2018-004973,2019 WL 462795, at *4 (PT.A.B. Jan. 14,
2019) (“claim 1 is directed to a practical application of
updating software specifically for a vehicle module, in
which user consent is required and in which lack of
receipt of user consent is communicated to a user via an
icon within the gauge cluster of a vehicle.”).

7. A determination of whether a claim contains well-
understood, routine, conventional activity is made in
Step 2B of the analysis.

8. Guidance at 19.

9. The recent PTAB decisions are not precedential, but
signal the Board’s willingness to use the new guidance
to revise Examiner rejections.
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